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DETAILED ACTION 

The request filed on 05/15/06 for a Request for Continued Examination (RCE) 
under 37 CFR 1 .1 14 based on parent Application No. 10/614,708 is acceptable and a 
RCE has been established. An action on the RCE follows. 

Applicant is amended new limitation in claims 1 and 21 supported on page 15, 
line 21 through page 16, line 16 of the originally filed specification. However, these 
limitations do read on Species V-VII and not read on Specie I (figure 1), which has been 
elected by applicant on the Response filed on 04/04/05. Examiner should not be exam 
the new limitations as present in the claims filed on 04/27/06. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1, 3-4, 8,10, 21-23, 27, 29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by the Admitted by applicant (Prior Art-figure 8), hereafter APA. 

As to claims 1 , 4, 21 , 23, APA discloses a multilayer ceramic substrate with a 
cavity (1) as shown in figure 8 (see pages 1-3 in a specification) comprising: 

a multilayer composite member (4) including plurality ceramic layers (3) disposed 
one on another; 



Application/Control Number: 10/614,708 Page 3 

Art Unit: 2841 

a cavity (7) formed the multilayer composite member (4) such that an opening (6) 
of the cavity (7) located least one principal surface (a bottom surface 5) of the multilayer 
composite member (4); 

a bottom-surface conductive film (13) disposed on a bottom surface the cavity 

(7); 

an electronic component (8) disposed in the cavity (7), and electrically connected 
to the bottom conductive film (13); 

a capacitor conductive film (10) disposed in the multilayer composite member (4) 
such that the capacitor conductive film (13) faces bottom-surface conductive film via 
(not shown) at least ceramic layer (13), see paragraph 2 of page 1 through paragraph 1 
of page 2; wherein 

the bottom surface conductive film (13) is connected to a ground potential, see 
page 3, lines 5-10, and the bottom surface conductive film (13) and the capacitor 
conductive film (10) defining a capacitor (because there are two conductive film (13, 10) 
would defined a capacitance therebetween). 

As to claims 3, 22, APA discloses the electronic component (8) is adhered on the 
bottom-surface conductive film via a non-conductive-adhesive, see lines 14-16, page 3. 

As to claims 8, 27, APA discloses the capacitor conductive film (1 0) is 
constructed the shape of strip-line (film) such that distributed constant capacitance (a 
value capacitance is formed between two layers) defined between capacitor conductive 
film and bottom-surface conductive film. 
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As to claims 10, 29, APA discloses the substrate (1) in figure 8 when the 
multilayer ceramic substrate (1) is mounted on a mounting motherboard (2), the 
principal surface (the bottom surface 5) of the multilayer composite member (4) with the 
cavity (7) comes into contact with the mounting motherboard (2). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 5, 7, 9, 24, 26, 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over (the APA, figure 8) in view of Bird et al. (U.S. Patent 5,831,810). 

As to claims 5, 24, APA discloses the bottom-surface conductive film (13) 
disposed so as to extend into the inside of multilayer composite member (4), APA does 
not disclose the bottom surface conductive film across an edge of the bottom surface of 
the cavity. 

Bird et al. shows in figure 2 that a ground layer (44, column 4, line 20) disposed 
and extended inside a multilayer ceramic substrate (12, column 3, lines 55-56, and 
column 4, lines 24-25) across an edge of a bottom surface of a cavity (14, column 3, 
line 56). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have a conductive layer (ground layer) disposed and extended 
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across an edge of a bottom surface of a cavity of a substrate as taught by Bird et al. 
employed in the substrate of APA in order to reduce noise and filtering signal through 
an interlayer connection. 

As to claims 7, 26, APA does not disclose the capacitor conductive film (10) is 
disposed so as to face the bottom-surface conductive film (13) via a single ceramic 
layer. 

Bird et al. shows in figure 2 the ceramic substrate (12) having a conductive layer 
(42) faced a ground layer (44) via a single ceramic layer. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have a conductive layer faced a ground layer via a single 
ceramic layer as taught by Bird et al. employed in the substrate of APA in order to 
increase capacitance. 

As to claims 9, 28, APA does not discloses an external terminal electrode, which 
is to be electrically connected a mounting motherboard when the multilayer ceramic 
substrate is mounted on the mounting motherboard is formed on an outer surface of the 
multilayer composite member, and the bottom-surface conductive film is electrically 
connected to the external terminal electrode. 

Bird et al. shows in figure 2 the multilayer ceramic substrate (12) comprising an 
external terminal electrode (metal wiring pins 36, column 4, line 4) connected to a circuit 
board (column 4, lines 4-6), and a bottom surface conductive film is electrical connected 
to the electrode (by vias form inside the substrate 12). 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have an external terminal electrode connected to a circuit board, 
and a bottom surface conductive film is electrical connected to the terminal electrode as 
taught by Bird et al. employed in the substrate of APA in order to ground signal of 
substrate built-in chip connected on a board. 

Response to Arguments 

5. Applicant's arguments filed 05/1 5/06 have been fully considered but they are not 
persuasive. 

Applicant argues: 

PA does not disclose these new limitations as claimed in claims 1 and 21 . 
Examiner disagrees because the new limitations as claimed in claims 1 and 21, 
which do not read on the elected embodiment (Specie I, figure 1). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tuan T. Dinh whose telephone number is 571-272- 
1929. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kammie Cuneo can be reached on 571-272-1957. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Tuan Dinh 
June 09, 2006. 
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